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1. Applicant's correspondence filed on 7 November 2005 and election of 27 March 
2006 has been received and considered. Claims 1-6, 8-27 and 29-62 are pending. Claims 
7 and 28 are canceled. Claims 14-21, 35-42 and 55-58 are withdrawn. Claims 1-6, 8-13, 
22-27, 29-34, 43-54 and 59-62 will be treated on their merits. New claims 59-62 are 
examined as part of part of Group I in the restriction noted below. 

2. The previous restriction requirement is withdrawn and the former requirement and 
election stands as noted below. 

3. Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-13, 22-34, 43-54 drawn to Text to Speech, classified in class 
704, subclass 260. 

II. Claims 18, 19, 39, 40, 55-58 drawn to Speech to Text, classified in class 
704, subclass 235. 

III. Claims 20, 21, 41, 42 drawn to Security Access, classified in class 704, 
subclass 273. 

IV. Claims 14-17 md 35-38, drawn to Speech Controlled Systems, classified 
in class 704, subclass 275. 

4. This requirement is made FINAL. 

5. Applicant's election without traverse of invention I (as corrected above) is 
acknowledged. 

6. Claims 18-21, 35-42 and 55-58 are withdrawn fi"om fiirther consideration 
pursuant to 37 CFR 1.142(b) as being drawn to nonelected inventions, there being no 
allowable generic or linking claim. Election was made without traverse in the reply filed 
on 4 November 2004. 
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7. This application contains claims 18-21, 35-42 and 55-58 drawn to inventions 
nonelected without traverse in the Paper of 4 November 2004. A complete reply to the 
final rejection must include cancellation of nonelected claims or other appropriate action 
(37 CFR 1.144) See MPEP § 821.01. 



Drawings 

9. The drawings are objected to as noted on Form PTO 948 attached hereto. 
Correction is required. 

Specification 

10. The disclosure is accepted as amended. 



11. Claims 1-6, 8-13, 22-27, 29-34, 43-54 and 59-62 are rejected under 35 
U.S.C. 1 12, first paragraph, as failing to comply with the written description requirement. 
The claim(s) contains subject matter which was not described in the specification in such 
a way as to reasonably convey to one skilled in the relevant art that the inventor(s), at the 
time the application was filed, had possession of the claimed invention. 



Abstract 



The Abstract of the Disclosure is accepted as amended. 



Claims 
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The applicant's argument "that the input could com from 'pages' of an 'electronic 
book' because a word processor is capable of displaying text in a page format" is 
evidence of hindsight indicates that the applicant does not have sufficient knowledge to 
make and use an electronic book. One of ordinary skill in the art would know that Word 
Processor software is specifically designed to allow computer users to input and format 
books as evidenced by the common definition from the Computer Dictionary provided. It 
was previously assumed that one of ordinary skill in the art (including the applicant) 
would know how to create electronic books even though the application does not 
explicitly explain how to do so. However, since word processor software is the most 
common method for create electronic books and the applicant has provided evidence in 
their arguments that they are not aware of this, then the applicant must be less than 
ordinary skill in the art and is therefore cannot gain the benefit of this assumption. The 
applicant is therefore required to explain in great detail how the electronic books of the 
instant invention may be formed without using a word processor or any related software 
for editing text. 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made to 
a person having ordinary skill in the art to which said subject matter pertains. 
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Patentability shall not be negatived by the manner in which the invention was 
made. 

13. Claims 1-6, 8-13, 22-27, 29-34 and 43-46, 49, 51-54 and 59-62 are rejected under 
35 U.S.C. § 103 as being unpatentable over Holm (5,850,629) in view of Simpson 
("Mastering WORDPERFECT(g) 5.1 & 5.2 for Windows") and Dictionary (Microsoft 
Press Computer Dictionary, Second Edition, 1994). 

As per claims 1, 22, 43, 51: "providing text-to-audio conversion" is taught by 
Holm's text-to-speech (title): 

"selecting an electronic book for viewing from a list of available books" 
(suggested by Hohn in col. 10, lines 29-32 where he indicates that an entire text, such as 
a book, could be loaded into the local buffer . Thus, it would have been obvious to select 
a book from a list of books as well as words or paragraphs from longer texts.); 

"displaying a page of an electronic book" (suggested by his display in 
Figs. 1 and 3 which show windows containing WORDPERFECT® (word processing , 
col. 3) and Microsoft Excel (spreadsheet, col. 4) documents - it is common knowledge 
that these allow a user to define page attributes and other word processing fimctions 
designed to provide the publishing industry flexibility to manipulate text in a wide variety 
of common book formats - see column 3, lines 15-17 which states: Fig. 1 depicts a 
Windows 30 environment containing a word processing target application 32 indicating 
that it would be obvious to use any known word processor and therefore, any book format 
that a word processor is capable of supporting); 
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"receiving a selection of text on the displayed page for conversion to 
speech" (his teaching that the user selects text in the open text window 34 , col. 3, lines 
26-27); and 

"converting at least a portion of the selected text into the corresponding 
speech" (his teaching that the conversion of the highlighted text 44 begins once the play 
button 46... is activated ). [Note: for claim 43, the highlighted text portion teaches the 
claimed "displaying a section" because this displays the selected or identified text.] 

It is noted that Holm does not explicitly use the terms "page" or "electronic 
book". However, he teaches that it is obvious to receive text that includes books as noted 
above and he explicitly teaches any apphcation that can display text data in a window 
format by using examples such as word processors and spreadsheets as also noted above. 
It would have been obvious for a person having ordinary skill in the pertinent art, at the 
time the invention was made, that the input could come from "pages" of an "electronic 
book" because a word processor is capable of displaying text in a page format (see 
Simpson who shows that WORDPERFECT® is capable of displaying a variety of page 
formats on pages 73-74), 

The applicant's arguments of 7 Nov 2005 on pages 21-23 that the motivation 
statement is based on hindsight has no basis in fact because the prior art clearly shows 
text to speech conversion in combination with a word processor is well known in the art. 
As further evidence, the Examiner has provided a definition of word processor that shows 
that this term alone would have been known to one of ordinary skill in the art as of 1994 
to include complex computer programs capable of manipulating a variety of text-based 
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documents to include at least limited facilities for document fomiatting, such as font 
changes, page layout, paragraph indention, and the like. . . 

Claims 2, 3: Pausing and resuming is taught with the transport, figure 3a. 

Claim 4, 25, 44, 52: Providing a definition is taught with his Dictionary, fig. 4. 

Claim 5, 26, 49: Adjusting rate is taught by his speed lever 92 , figure 4. 

Claim 6, 27: Type of voice is taught by his gender selection 84 , and fi'equency 
lever 94, figure 4. 

Claims 32, 60, 62: See claim 1 above. The production of audio by selecting an 
audio file related to the text is an obvious application of well known concatenation 
techniques taught by Holm as known prior art in column 1 . His teaching is to improve 
upon this basic technique and he teaches that his improved audio files are normally stored 
on the computer hard disk and may be concatenated and played in real time (col. 6, lines 
63-65). 

Claims 8, 11, 29: See claim 1 above. Simpson shows that it is notoriously well 
known to display pages of text and Holm clearly teaches that his improvement will allow 
the user a variety of methods for selecting any desired portion of text for conversion to 
speech. This teaches that it is well known to prepare text data in a variety of formats 
which will allow pages to be displayed as selected individually or in sequence. 

Claims 9, 10, 12, 13, 23, 24, 30, 31, 33, 34, 45, 46, 53, 54: Performing a "pause" 
and "resume" fimction is clearly shown with his transport bar, figure 3a. 

It is noted that the applicant has changed "speech" into "audio." However, 
dependent claims such as 6, 27, 60 and 62 require "voice" or "speech" which means that 
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the audio must read upon speech. Therefore, this change broadens the claims rather than 
provides a further limitation. 

Claims 51-54: Providing "sections within the screen" is clearly shown by Holmes 
variety of windows 36, 38, 40, 42 in figure 1. Each of these windows has a variety of 
sections within them to allow specific user input to achieve a variety of desired functions. 

14. Claims 47, 48 and 50 are rejected under 35 U.S.C. § 103 as being unpatentable 
over Holm (5,850,629) in view of Simpson ("Mastering WORDPERFECT® 5.1 & 5.2 
for Windows") and Dictionary as applied to claim 43 above, in further view of Fawcett 
(5,802,526). 

It is noted that Hohn does not explicitly teach displaying images on the screen 
after text-to speech begins or providing menu navigation prompts as audible signals. 
However, Hohn clearly teaches that selected text may be converted to speech designed 
for use with any Windows based operating system. Windows based operating systems 
commonly display a wide variety of information as shown by Holm in figures 1 and 3-6. 
In column 6, lines 24-30, for example, Holm teaches that it is well known to displav a 
pull-down menu . Fawcett teaches that it is similarly well-known to improve such pull 
down menus using an Interactive Voice Response Svstem (IVRSl see abstract and 
column 15, in combination with a word processing program (column 8, lines 59-col. 9). 

Claims 47, 48 and 50: The combination of displaying JPEG, MPEG and menu 
navigation is taught by Fawcett as a desirable combination to improve well-known voice 
based menu systems that can be fiiistrating or cumbersome to users causing an 
unnecessary waste of time (col. 2, lines 37-60). Fawcett teaches that visual data as well 
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as IVR can be combined using well-known HTML in colxmm 15, lines 5-16 where he 
teaches: HTML information can also contain embedded audio.,. video (e.g. MPEG 
encoded video, etc.) and pictures (e.g., JPEG encoded still images. ... to further enhance 
the IVRU menu information. Therefore, it would have been obvious to further improve a 
Windows based operating system by allowing pull down menus to be improved by 
embedded image data in combination with voice data describing the desired commands. 



16. hi response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by. 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re Jones, 
958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). hi this case, the prior art (Hohn)clearly 
suggests combining commonly known text based documents which may include 
information formatted into pages in combination with real time text-to-speech 
conversion. Holm explicitly teaches that Word Processors can be used to achieve text 
manipulation and therefore the combination with any know Word Processor software 
would have been obvious. It is simply not believable that one of ordinary skill in the art 
would suffer such acute ignorance that they would not know that text could include pages 
of an electronic book. 



Remarks 



15. 
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17. In response to applicant's argument that the examiner's conclusion of obviousness 
is based upon improper hindsight reasoning, it must be recognized that any judgment on 
obviousness is in a sense necessarily a reconstruction based upon hindsight reasoning. 
But so long as it takes into account only knowledge which was within the level of 
ordinary skill at the time the claimed invention was made, and does not include 
knowledge gleaned only from the applicant's disclosure, such a reconstruction is proper. 
See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 1971). Thus, the definition 
of Word Processor shows that one ordinary skill in the art would know that this type of 
software is commonly used to format pages of books. 

18. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the 
advisory action. In no event, however, will the statutory period for reply expire later than 
SIX MONTHS from the date of this final action. 
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19. Some correspondence may be submitted electronically. See the Office's Internet 
Web site http://www.uspto.gov for additional information. 

Please address mail to be delivered by the United States Postal Service (USPS) as 

follows: 

Mail Stop 

Conmiissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

The Central fax number is 571-273-8300. Please label INFORMAL" or 
"DRAFT" communications accordingly. 

Mail Stop should be omitted if none is indicated. 

Effective 14 January 2005, except correspondence for Maintenance Fees, Deposit 
Accounts (see 37 CFR 1.25(c)(4)), and Licensing and Review )see 37 CFR 5.1(c) and 
5.2(c)), please address correspondence delivered by other delivery services (i.e. - Federal 
Express (Fed Ex), UPS, DHL, Laser, Action, Purolater, etc.) as follows: 

U.S. Patent and Trademark Office 

Customer Window, Mail Stop 

Randolph Building 
Alexandria, VA 22314 

20. Any inquiry concerning this commimication or earlier communications from the 
examiner should be directed to David D. Knepper whose telephone number is (571) 272- 
7607. The examiner can normally be reached on Monday-Thursday from 07:30 a.m.- 
6:00 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richemond Dorvil, can be reached on (571) 272-7602. 

For the Group 2600 receptionist or customer service call (571) 272-2600. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Inquiries regarding the status 
of submissions relating to an application or questions on the Private PAIR system should 
be directed to the Electronic Business Center (EBC) at 866-217-9197 (toll-free) between 
the hours of 6 a.m. and midnight Monday through Friday EST, or by email at 
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ebc@uspto.gov . For general information about the PAIR system, see http://pair- 
direct.uspto.gov . 

David D. Knepper 
Primary Examiner 
Art Unit 2626 

(previously AU 2654) 



